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1. Claims 1-24, 26, and 27 are pending. Claims 1 , 10 and 21 are independent. 

A 

2. The Indicated allowability of claims 10-14, 1 7, and 20 is withdrawn in view of the 
newly discovered reference(s) to Short et al. (U.S. Patent No. 6.687,024). Rejections 
based on the newly cited reference(s) follow. 

3. Claim 1 5 is objected to because of the following: 

Claim 1 5 recites "at least one a portion of the plurality of elements are disposed 
parallel with respect to one another such that one of the plurality of resilient elements 
comprises a length greater than the other resilient elements". It seems that the claim 
limitation "such that one of the plurality of resilient elements comprises a length greater 
than the other resilient elements" should read - such that one of the portion of the 
plurality of resilient elements comprises a length greater than the other resilient 
elements--. Please clarify. 

4. The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 10-12, 14. 17, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Short et al. (U.S. Patent No. 6,687,027) in view of Chen et al. (U.^ 
Pa-tent No. 5,652.665). 

Regarding claim 10, Short et al. disclpses an apparatus comprises a scanning 
evice (Figs. 1 and 4). having a document cover (14) and a lower case (base 12), a 
transparent window (18) disposed on the lower case (12), and a plurality of resilient 
elements (spring stops 56, 57 and 58 of bezel 16 of the lower case 12, which are 
^/Hderstood/interpreted to include resilient elements, since the spring stops 56 and 57 
ar^ disclosed to "urge the plate 18 against datum points 47 and 48, and 58 against 
dati^n^ point 46) disposed on the lower case (12) such that at least a portion of the 
pluraJty of resilient elements (57s) abut at least a portion of the transparent window (18) 
(col. 6, lines 18-30, col. 5, line 62 - col. 6,line 17). 

Short et al. differs from the claimed invention in that the cover is not in form of a 
case crupper case. 

Chen et al. discloses a transparency adapter (10) used with a flatbed scanner 
(20) (col. 1 , line 66 - col. 2, line 18, Fig. 1 ). The case of scanner (20) having a 
transparent window corresponds to the claimed lower case. The transparency adapter 
comprises shell (14, which is a case), a light source (1 1) and other components 
mounted inside the shell (14). and a transparent cover board (13). The transparency 
adapter (10) functions also as a document cover for covering a document placed on the 
scanner window (21 ). One of ordinary skill in the art would have realized the advantage 
of employing the transparency adapter of Chen et al. to enable scanning a transparent 



Application/Control Number: 10/064,252 Page 4 

Art Unit: 2625 

document. Therefore, it would iiave been obvious to one of ordinary skill in the art at 
the time the invention was made to use the concept of Chen et al. to replace the X 
document cover (14) of Short et al. with a transparency adapter as taught by Chen et al. 
In order to allow scanning of a transparent document. 

Regarding claim 1 1 , the transparent window (18) of Short et al. is shown to be 
generally rectangular shaped (Figs. 1 and 4), and comprises a top surface, a t>ottom 
surface and four edges (Fig. 4). The plurality of resilient- elements (56 and 57 in Fig. 4) 
abuts at least one of the edges (col. 6, lines 18-29). 

Regarding claim 12, at least a portion of (each of) the plurality of resilient 
elements (56 and 57) is understood to inherently comprise flexible material (spring) (col. 
6, lines 18-29). 

Regarding claim 14, the resilient elements (56, 57 and 58) are arranged to form a 
plurality of groups of resilient elements, with elements (56 and 57) in one group and 
element (58) in another group (Fig. 4). 

Regarding claim 1 7, at least a portion (56 and 57) of the resilient elements (56, 
57 and 58) Is disposed to form a symmetrical group of resilient elements as shown, in 
Fig. 4. 
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Regarding 20, the inherent flexible material (springs of spring stoppers 56-58) is 
considered shock-absorber for the transparent window (18) (Fig. 4, col. 6, lines 18-29). 

6. Claim 13 is rejected under 35 U.S.C, 103(a) as being unpatentable over Short et 
al. (U.S. Patent No. 6,687,024) in view of Chen et al. (U.S. Patent No. 5.652.665) as 
applied to claims 10 and 12 above, and further in view of well known art. 

Regarding claim 13, the apparatus of Short et al. in view of Chen et al. is 
discussed above for claims 10 and 12. Short et al. does not disclose that the flexible 
material of the resilient elements (56 and 57) (Fig. 4) comprises rubber. As understood, 
the resilient elements (spring stoppers 56 and 57 which urges the transparent window 
18 against datum points 47 and 48) comprise springs as the flexible material (col. 6, 
lines 18-29). The Examiner took Official Notice of the fact that rubber is a type of 
inexpensive material employed to make resilient elements for protective purposes. One 
of ordinary skill in the art would have recognized the benefit of utilizing inexpensive 
rubber as compared to the material to make the springs of the spring stoppers 56 and 
57 of Short et al., which generally are made of metal. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to use the 
well known concept to provide resilient elements made of rubber to abut or urge the 
transparent window (18) against the datum points of Short et al., to reduce the cost of 
the apparatus. 
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7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless » 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



8. Claims 21-23 and 27 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Short et al. (U.S. Patent No. 6,687,024). 

Regarding claim 21 , Short et al. is discussed above for claim 10. Short et al. 
meets the claim 21 limitations. The transparent window (1 8) of disposed on the 
scanning device (Fig. 1 ) meets the claimed transparent window on a scanning device. 
The plurality of resilient elements (spring stoppers 56-58) on the case (12) (Fig. 4) 
meets the claimed plurality of resilient elements on the case, and the plurality of groups 
of resilient elements (group 56 and 57, and group 58) abutting at least a portion of the 
transparent window (18) meets the claimed at least a portion of the plurality of groups of 
resilient elements abut at least a portion of the transparent window. Thus, the disposing 
the transparent window (18) on the scanning device and the disposing the plurality of 
resilient elements (56-58) of Short et al. meet the claimed disposing a transparent 
window and disposing a plurality of resilient elements, respectively. 
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Regarding claim 22, the transparent window (18) of Short et al. is shown to be 
generally rectangular shaped (Figs. 1 and 4), and comprises a top surface, a bottom 
surface and four edges (Fig. 4). The plurality of resilient elements (56 and 57 in Fig. 4) 
abuts at least one of the edges (col. 6, lines 18-29). 

Regarding claim 23, at least a portion of (each of) the plurality of resilient 
elements (56 and 57) Is understood to inherently comprise flexible material (spring) (col. 
6, lines 18-29). 

Regarding 27, the inherent flexible material (springs of spring stoppers 56-58) is 
considered shock-absorber for the transparent window (18) (Fig. 4, coL 6, lines 18-29). 

9. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Short et 
al. (U.S. Patent No. 6,687,024) in view of well known art. 

Regarding claim 24, the method of Short et al. is discussed above for claim 21 
and 23. Short et al. does not disclose that the flexible material of the resilient elements 
(56 and 57) (Fig. 4) comprises rubber. As understood, the resilient elements (spring 
stoppers 56 and 57 which urges the transparent window 18 against datum points 47 
and 48) comprise springs as the flexible material (col. 6, lines 18-29). The Examiner 
took Official Notice of the fact that rubber is a type of inexpensive material employed to 
make resilient elements for protective purposes. One of ordinary skill in the art would 
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have recognized the benefit of utilizing inexpensive rubber as compared to the material 
to make the springs of the spring stoppers 56 and 57 of Short et a!., which generally are 
made of metal. Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to use the well known concept to provide resilient 
elements made of rubber to abut or urge the transparent window (18) against the datum 
points of Short et al.. to reduce the cost of the apparatus. 

10. Claim 15 would be allowable if rewritten to overcome the objection(s) set forth in 
this Office action and to include all of the limitations of the base claim and any 
intervening claims. 

1 1 . Claims 16, 18, 19, 26 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

12. Claims 1-9 are allowed. 

1 3. The following is an examiner's statement of reasons for allowance: 
Claim 15 would be allowable because the closest prior art Short et al. (U.S. 

Patent No. 6,687,024) does not disclose that the plurality of resilient elements (56 and 
57), or a portion of the plurality of elements (56 and 57) are disposed such that one of 
the plurality of resilient elements, or one of the portion of the plurality of resilient 
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elements, comprises a length greater than the other resilient elements (in the portion), 
although the resilient elements (56 and 57) are disposed parallel with respect to each 
other (Fig. 4). The resilient elements (56, 57) of Short et ai. are shown to have equal 
length (Fig. 4). 

Method claim 26 corresponding to apparatus claim 15 but does not have the 
problem for which claim 15 is objected above in section 3. Claim 26 would be allowable 
for the reason given for claim 1 5. 

Claim 16 would be allowable because the closest prior art Short et al. (U.S. 
Patent No. 6,687,024) does not disclose that the respective lengths of the resilient 
elements (56 and 57) decreases from the center of the group to the outermost portions 
of the group (56 and 57). 

Claim 18 would be allowable because the closest prior art Short et al. (U.S. 
Patent No. 6,687,024) does not disclose disposing the resilient elements (56-58) to form 
a stepped distribution of resilient elements (see Fig. 4 of Short et al.). 

Claim 19 would be allowable because the resilient elements (56-58) of Short et 
al. (U.S. Patent No. 6,687,024) are not generally bar-shaped (see Fig. 4). 

Claim 1 is allowable over the prior art of record because the closest prior art 
Short et al. (U.S. Patent No. 6,687,024) does not disclose a slot of the lower case of the 
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scanning apparatus, i.e., the slot within which a plurality of resilient elements are 
mounted, or adapted to be mounted. This feature in combination with other limitations 
of claimi is not taught by Short et al. The resilient elements (56-58) of Short et al. are 
shown to be attached to the bezel (16) of the lower case (base 12). 
Claims 2-9 depend on claim 1 . 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cheukfan Lee whose telephone number is (571) 272- 
7407. The examiner can normally be reached on 9:30 a.m. to 6:00 p.m., Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Cheukfan Lee 
April 10. 2007 



